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BOX: TTAB NO FEE

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
Before the Trademark Trial and Appeal Board

Opposition No: 91157645
Trademark: UNCLAIMED GEMS
Opposer: Rosedebor International, Inc. AR O R e
Applicant: Bond Jewelers, Inc. 01-12

-12-2004
Attorney Docket No: 3006119-0001/01US V-5 Patent & TMOfe/TM Mad Ropt o, #78

REQUEST TO SUSPEND PROCEEDINGS § 2.117

Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202-3513
Dear Sir or Madam:
On behalf of Rosdebor International, Inc. of Philadelphia, PA, we request

that further proceedings in this matter be suspended pending the termination of the civil

action filed in the Eastern District of Pennsylvania styled Bond Jewelers, Inc. v.

Rosdebor International, Inc., et al., Civil Action No. 03-3502, (USDC ED PA).

Applicant is plaintiff in the above litigation in which the mark that is
subject to this application has been asserted against the potential Opposer. A copy of the
Complaint filed in the above action is attached as Exhibit 1. In answer to the Complaint,
potential Opposer has asserted that the claimed mark is invalid as being generic and has

filed a Motion for Summary Judgment which is now pending before the Court.




As the above litigation is likely to have a significant bearing on the
registrability of the claimed mark, potential Opposer requests that opposition proceedings

be suspended pending the outcome of the litigation.

Respectfully submitted,

SCHNADER HARRISON SEGAL & LEWIS LLP

Dated: January 8, 2004 : ‘/’/I}\/

Janjes R. Méy/er

1600 Market Street, Suite 3600
Phifadelphia, PA 19103

215) 751-2622 (voice)

(215) 972-7677 (tax)
jmeyer@schnader.com (Internet)

ATTORNEYS FOR OPPOSER

PHDATA 1132742_1
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Certification Under 37 CFR 1.8

[ hereby certify that this paper or fee is being deposited with the United

States Postal Service with sufficient postage as first-class mail under 37 CFR 1.8 on the

date indicated below addressed to:

with copies addressed

Commissioner for Trademarks
BOX TTAB NO FEE

2900 Crystal Drive

Arlington, VA 22202-3513

10:

_ Craig J. J. Snyder, Esquire

Date: January 8, 2004

67 Wall Street, Suite 2211
New York, NY 10005

Anna M. Durbin, Esquire
50 Rittenhouse Place
Ardmore, PA 19003-2276

Name: Abigail Abbas

PHDATA 1132742_1
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF PENNSYLVANIA

Bond Jewelers, Inc, : CIVIL ACTION
¥, . . .

Rosedebor International, Inc.,

Rosedebor.cam, Inc., Sammel Vayner, : NO.

and Boris Vayner

In accordance with the Civit Justice Lxpense and Delay Reduction Plan of this court. counsel for
plaintiff shall complete 3 case Management Track Designation Form in all civil cases at the time
of filing the complaintand serve a copy on all defendams. (See § 1:03 of the plan set forth on the
reverse side of this form.) In the cvent that a defendunt does not agree with the plaintiff regarding
said designation, that defendant shall, with its first appeurance, submit 1o the clerk of court and
serve on the plaintifl and all other parties, a case management track designation form specifying
the track to which that defendant believes the case should be assigned.

SELECT ONE OF THE FOLLOWING CASE MANAGEMENT TRACKS:

(a)  Habeas Corpus -- Cases brought under 28 U.S.C.
§2241 through §2255. { )

{b) Social Security -~ Cases requesting review of @
decision of the Secretary of Health and Human
Services denying plaintiff Social Seaurity Benefits. ()

{c) Arbitration — Cases required to be designated for
arbitration under Loca) Civil Rule 53.2. ()

(d)  Asbestos -- Cases jnvolving claims for personal
injury or property damage from exposure to
asbestos. {1

(e) Special Management - Cases that do not fall into
tracks () through (d} that arc commonly referred
10 as complex and that need special or ntense
management by the court. (See reverse side of
this form for a detaiied explanation of special
management cases.) )

(f) Standard Management -- Cases that do not fall ato
any anc of the other tracks. p )

G /13 /Z%/ \«/Q

Date Attorney-at-law

2)4:'63‘:({

Attorney for

(Civ, 600) /95
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UNITED STATES DISTRICT COURT

FOR THE EASTERNDISTRICT OF PENNSYLVANIA ~ DESIGNATION FORM to be used by counsael 10 indicate the cetegory of the caze foffihe
purpase of asgignment to sappropriate calenaar.

Address of Plinit__ Bond Jewelers, 113 South 8th Street, Philadelphia, PA 19106

Rosedebor International, Inc., 104 Scath 8th Street, 3d Floor, Prifladelphia
Address of Defendant_f o Qo t No. 1

F=Tn
Place of Accident, Incident or Transachion:
Defendant's addresses above and the internet(¥seRovurse Swe For Adduonsi Space)

Does ifus caseinvolve mulidistrict Rigaton possibilities? Yesi-] Mﬁg
RELATED CASE, [F ANY:
Cose Numbaer: Judge Date Terminaed: _

Civil czses e deemed miglad when yes is srswerad toany of the following questions:

1 13 this case relaled to property incluged b an earier numbaerad su pendirg or within one year previousl larmunated achion th NS courl?

YesD Qé.}q

2. Doss is case involve the same 153ue of fact or growout of ine same transsction as aprior sus pending o within vne year praviously burmina$y

golion in this coun? . g
ch! I NnEd'

3. Does this cuse invoive the valldity of infingement of a patent aiready in suit ar any ealier nurmbered case pendng or within ong vear previous$d
terminated action inthis court?

\'esj N$
CiVIL. (Place U in ONE CATEGORY ONLY)
A, Federal Quasiion Cases' B Diversity Jursdiction Cases:
1. (. Indernity Conlrast, Marine Contract, and All Onar Contracts 1. U Insurgnce Comtract and Cthar Conracts
2. j FELA 2 r] Airplang Personal injury
3. D Jones Act-Personal tary 3 :] Assaull, Dofamation
4, D Antitrust 4 I_! Manng Porsonal lajuty
5, D Palent 5. D Molur Vehicle Personal lnjury
6. D Labor-Managemem Roations 6. U Other Personal Injury (Please speclly)
T. _l Civil Rights 7 rl Products Lishility
B. D Habeas Carpus 8. D Products Liabiily — Asbeslos
9. D Securities Act{y) Cases 9. D All gther Diversity Cmses
190. Socml Securltly Review Cases {Please spacify)

Yo

All othor Fudara? Ouestion Cases Tradanark ~ lanhamn Act
(Please specify)

ARBITRATION CERTIFICATION
{Cheok appropriste Cetegory)

) Anna M. Durbin

E Pursuant 1o Local Civil Rule 5.2, Section 3(c)(2). 1he! tuthe best of my knowledge and belie!. tha drmapts rzoverable In (s cwil actldr#:asc

exxeed the sum of $3150.00600 oxelusive of inlerms! and costs:
8 Ralicr otrer than mongtary damagos is soughl. / 7 \
patz-June 5, 2003 o ‘%{ A 30555
Atlorney al-Law Attorney | D %
NOTE: A trial de novo will be a trial by jury only if there has been compliance with F.R.C.P. 38.

, counsel of recors do hereby cortity;

| cortifythat, o myknowledge, the within caseis nol relded to an
exgcept as noted abovg, :

June 5, 2003

S2nowp g or withinone year previoysiyterminated action in thiaourt

30555

Alorney el-Law Allotney{ D8

DATE:

Civ, 8§30 (9m9;




- JUMMONS IN A CIVIL ACTION '
UNITED STATES DISTRICT COURT FOR THE BASTERN DISTRICT OF PENNSYLVANIA l

BOND JEWELERS, INC. CIVIL ACTION NO. 03-3502
Y.
ROSEDEBOR INTERNATIONAL , INC., TO: (NAME AND ADDRESS OF
ROSEDEBOR.COM, INC., SAMUEL VAYNER AND DEFENDANT) .
BORIS VAYNER
Fosedebor Trternationadlfnc.
104 South $th Clreet
3rd Floor

Philadﬁ.lphia, A 19101

YOU ARE HEREBY SUMMONED and required to serve upon

ANNA M. DURBIN, ESQ.
50 RITTENHOUSE PLACE
ARDMORE, PA. 19003

Plaintiff's Attorney (Name and Address) '

an answer to the complaint which is herewith served upon you, within 20 days after service of this s ns upon
you, exclusive of the day of service. If you fail to do so, Jjudgment by default will be taken against you ftf the relief
th

demanded in the complaint. Any answer that you serve on the parties to this actjon must be filed with lerk of

this Court within a reasonable period of time after service. Ii

-

Michéiel E, Kunz, Clerk 5 Coprt Date: JUNE 5, 2003 l
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UNITER STATES DISTRICT COURT
EASTERN DISTRICT OF PENNSYLVANIA

______________________________ X .
BOND JEWELERS, INC. :
Plaintiff, : Civil Action No. ,
| 0%~ 35T
- against - : COMPLAINT

ROSEDEBOR INTERNATIONAL, INC,,
ROSEDEBOR.COM, INC., SAMUEL
VAYNER AND BORIS VAYNER,

Defendantis.

Plaintiff, Bond Jewelers, Inc., by its undersigned attorneys, as and for its complain .

alleges as follows:

NATURE OF THE ACTION

1. This is an action arising from the adoption and use by defendants of plajntiﬂf
service marks “UNCLAIMED DIAMONDS", “UNCLAIMED JEWELRY" and “UNCLAIME
GEMS" and trade name “UNCLAIMED DIAMONDS” in violation of Sections 43(A) and 43({

of the Lanham Act (15 U.S.C. § 1125(2), 15 U.S.C. § 1125(c)) and related misconduct.

JURISDICTION AND VENUE

2. This Court has subject matter jurisdiction over Counts I-V in this action (1) pursual
to 28 U.S.C. § 1331, since it is a civil action arising under the Jaws of the Umted States, and (
pursuant to 15 U.S.C. § 1121, since it is an action arising under the Lanham Act. This Court hy
subject matter jurisdiction over Counts VI-IX of this action, pursuant 1o 28 U.S.C. § 1367(4
since they are is so relatcd to claims in the action within the Court’s original jurisdiction th

they form part of the same case or controversy under Article IIl of the U.S. Constitution.




3. Venue is proper in the Eastern District of Pennsyhania pursuant to 28 U.5.C3R

1391(b) in that (1) defendants reside in the Eastern District of Pennsylvania, and (2) a substantjy

part of the events giviug rise to the claim occurred in the Easten District of Pennsylvania.

PARTIES

4. Plaintiff Bond Jewelers, Inc. is a Pennsylvania corporation with a principal addresst}

113 South 8" Street, Philadelphia, Pennsylvania 19106.

5. Defendant Rosedebor International, Tne. is a Pennsylvania corporation with a princiﬂ

address at 104 South 8™ Street, 3™ Floor, Philadelphia, Pennsylvania 19107.

6. Delendant Rosedebor.com, Inc. is a Pennsylvania corporation with a principal addrgg

at 800 Chestnut Strect, No. 106, Philadeiphia, Pennsylvania 19106.

7. Defendant Samuel Vayner is an individual doing business under the fictitious nagg

Rosdebor.com with an address at 800 Chestnut Street, No. 106, Philadelphia, Pennsylvasy

19106. Upon information and belief defendant Samucl Vayner conducts business at 104 Soy

8" Street, 3™ Floor, Philadelphia, Pennsylvania 19107.

8. Defendant Boris Vayner is an individual doing business under the fictitious nang
Rosdebor.com with an address at 800 Chestnut Street, No. 106, Philadelphia, Pennsylvagy

19106. Upon information and belief defendant Boris Vayner conducts business at 104 South

Street, 3" Floor, Philadelphia, Pennsylvania 19107.

FACTS COMMON TO ALL CLAIMS FOR RELIEF

9. Plaintiff maintains a retail jewelry business at 113 South 8" Street, Philadelp :

Pennsylvania 19106 under the trade name “UNCLAIMED DIAMONDS.”




10. Plaintiff maintains an internet website advertising its rotail jewelry services

providing online jewelry ordering services under the service mark UNCLAIMED DIAMOND]

11. Plaintiff owns the following intemet domain names:

unclajmeddiamonds.com
unclaimeddiamonds.us
unclaimcdiamonds.com
unclaimediamonds.net
unclaimediamonds.org
unclaimediamonds.us
unclaimed-diamonds.biz
unclaimed-diamonds.info
unclaimed-diamonds.shop
unclaimedjewelry.com
unclaimedjewelry.net
unclaimedjewelry.org

unclaimedjewelry.us

12. Plainti{f adopted the service mark and trade name “UNCLATMED DIAMONDS™

use in connection with its services at least as early as Junc 1996 and has continuously used

unclaimeddiamonds.org
unclaimeddiamonds.shop
unclaimediamonds.biz
unclaimediamonds.info
unclaimediamonds.shop
unclaimed-diamonds.com
unclaimed-diamonds.net
unclaimed-diamonds.org
unclaimed-diamonds.us
unclaimedjewchy.biz
unclaimedjewelry.info

unclaimedjewelry.shop

trade name and mark in connection with its services since that time.

J 3. Plaintiff adopted the service mark “UNCLAIMED JEWELRY™ for use m connec

with its scrvices at least as early as April 2002 and has continuously uscd the mark in connec

with its services since that time.

[VE]
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14. Plainti{f adopted the service mark “UNCLAIMED GEMS" for use in connection wi}

its services at least as early as April 2002 and has continuously used the mark in connection W ;

its services since that time.

15. Plaintiff has continuously uscd the UNCLAIMED DIAMONDS service markig

interstate commerce since at Jeasti June 1996.

16. Plaintiff has continuously used the UNCLATMED JEWELRY service markii

interstate commerce since at least Apri} 2002.

17. Plaintiff has continuously used the UNCLAIMED JEWELRY service mark -

interstate commerce since at Jeast April 2002.
18. Defendants maintain a business across the strect from plainuff’s business at

South 8™ Street, 3" Floor, Philadelphia, Pennsylvania 19107,

19. Defendants maintain an intemet retail jewelry business and online ordering sery !

under the domajn name “‘rosedebor.com.”

20. Defendants established an online retail jewelry “store’ on the intemet auction webH
jewelry i

known as “ebay” under the npame UNCLAIMED DIAMONDS.

21, Defendants established an online retail jewelry “‘store” on the internet auction web "

known as “ebay” under the name UNCLAIMED JEWELRY.

22. Defendauts established an online retail jewelry “store” on the internet auction welHl

known as “‘ebay’’ under the name UNCLAIMED GEMS.

23, Upon information and belief, defendants cstablished their online “stores” on “elf;

with actual knowledge that plaintiff was using the UNCLAIMED DIAMONDS service mark.

trade name and its UNCLAIMED JEWELRY and UNCLATMED GEMS marks for its servicy




24. Since long prior to defendants” establishment of their online “stores” on “ebay”
continuing to the present, plaintiff has continuously and extensively advertised and otherwyi
promoted its jewelry services and made significant sales of jewelry in U.S. commerce underil

UNCLAIMED DIAMONDS service mark and trade name and its UNCLAIMED JEWE

and UNCLAIMED GEMS setvice marks.

75. As a result of the sajes, advertising and promotion of goods and services under §
UNCLAIMED DIAMONDS trade name and service mark and the UNCLAIMED JEWELH
and UNCLAIMED GEMS service marks, plaintiff bas built valuable goodwill in its seryk

marks and trade name, which have come to signify quality products and services originating “f|

plaintiff.

26. As 2 result of the sales, advertising and promotion of goods and scrvices under f
UNCLATMED DIAMONDS trade name and service mark and the UNCLAIMED JEWELH

and UNCLAIMED GEMS service marks, the service marks and trade name have becdl

distinctive.
27. As a result of the sales, advertising and promotion of goods and services under|

UNCLAIMED DIAMONDS trade name and service mark, the UNCLAIMED DIAMON

service mark and trade name has become famous.

28. The services of defendants for which defendants have adopted the mt[ks

UNCLAIMED DIAMONDS. UNCLAIMED JEWELRY and UNCLAIMED GEMS

identical or closely related to the services with which plamtiff has used its UNCLAIME

DIAMONDS tradc name and service mark and UNCLAIMED JEWELRY and UNCLADM

GEMS service marks.

DS




29. The services of defendants for which defendants have adopted the ma
UNCLAIMED DIAMONDS, UNCLAIMED JEWELRY and UNCLAIMED GEMS are soldffo

{he samne classes of purchasers as the services originating from plaintiff under its UNCLAIL

i
)

¥

GEMS services mark and are advertised and promoted through similar media of communicatige.

DIAMONDS trade pame and service mark and UNCLAIMED JEWELRY and UNCLAIM

30. The marks UNCLAIMED DIAMONDS, UNCLAIMED LWELRY
UNCLAIMED GEMS adopted by defendants are identical to plaintiff's UNCLAIMHE
IAMONDS trade name and service mark and UNCLAIMED JEWELRY and UNCLAIMH
GEMS service marks.

31. As a result of defendants’ adoption of the marks UNCLAIMED DIAMONES
UNCLAIMED JEWELRY and UNCLAIMED GEMS, the public 1s likely to be confused §
deceived into the mistaken belief that defendants’ services have their origin with plaint{f, or 1
such services were approved, endorsed or sponsored by plaintiff or are associated in some
with plaintiff’s services.

32. As a result of defendants’ adoption of the marks UNCLAIMED DIAMON[E
UNCLAIMED JEWELRY and UNCLAIMED GEMS, the public has been confused
deceived into the mistaken belief that defendants’ services have their origin with plaintiff, or :
such services were approved, endorsed or sponsored by plaintiff or are associaled in some ¥
with plaintif{’s services.

33. Plaintiff has been damaged and will continue 1o be damaged by defendants’ adogigon
and use of the marks WCLAIMED DIAMONDS, UNCLAIMED JEWELRY
UNCLAIMED GEMS because the marks are so similar to those of plaintiff that, when applig

the applicable services, it has caused and is likely to continuc o cause confusion, or 1o ¢

-6-
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mistake or to deceive, and falsely suggest a connection with plaintiff.
34. Plaintiff’s valuable goodwil] in its trade name and service marks has been damags
and will continue to be damaged by defendants’ adoption of the marks UNCILAIME
DIAMONDS, UNCLAIMED JEWELRY and UNCLAIMED GEMS.
35. Defendants’ adoption of the UNCLADMED DIAMONDS mpark has diluted 1|
distinctive quality of plaintiffs UNCLAIMED DIAMONDS service mark, thus damagi]
plaintiff,
COUNTI

Misleading Use of a Service Mark and Unfajr Competition
in Violation of Section 43(A) of the L.anham Act

36. Plaintiff repeats and realleges each and every allegation contzined in paragraphd
through 35 as though set forth fully herein.

37. Plaintiff has never authorized defendants to use ifs UNCLAIMED DIAMONL

service mark in connection with their services.

38. Defendants have used and continue to use In copunerce the UNCLA'IMIJHQ

DIAMONDS service mark in connection with their services.

39. Defendants’ use of the UNCLAIMED DIAMONDS scrvice mark in connection wigh

their services is likely to cause confusion, or to cause mistake or to decejve as to the affiliati .,

connection, or association of the defendants with plaintiff.

40. Defendants’ use of the UNCLAIMED DIAMONDS service mark in connection wﬁh

their services has caused confusion, mistake or deception as to the origin, sponsorship,

approval of defendants’ services by plaintiff.

41, Plainfiff has suffered damages as a result of defendants' wrongful use of Ipe

UNCLAIMED DIAMONDS service mark in conncction with their services.

us




47. Defendants have used, in connection with their services, names and fal
designations of origin which are likely to cause confusion, ot to cause mistake, or to deceive
to the affiliation, conmcction, or association of defendants with plaintiffs, or plaintiﬂ%
sponsorship or approva] of defendants’ services.

43. Defendants” acts are in violation of Section 43(A) of the Lanham Act (15 US.C. ¢
1125(a}).

44. Defendants’ acts were intentional and willful.

45, PlaiptifT is entitled to an order enjoimng defendants’ further misleading use of hs
UNCLAIMED DIAMONDS service mark.

46, Plaintiff is entitled to démagcs as a result of defendants’ misjcading use of s
UNCLAIMED DIAMONDS service mark.

‘COUNT 1

Misleading Use of a Service Mark and Unfair Competition
in Violation of Section 43(A) of the Lanbam Act

47. Plaintiff repeats and reallcges each and every allegation contained in paragrapHS i

through 46 as though set forth fully herein.

AR. Plaintiff has never authorized defendants 10 use its UNCLAIMED .TEWEL#Y,
service mark in connection with their services. i

49. Defendants have used and continue to use in commerce the UNCLAIMED

JEWELRY scrvice mark in connection with their services.

P it

50. Defendants’ use of the UNCLAIMED JEWELRY service mark in connection ’&th
i
their services is likely to cause confusion, or Lo causc mistake or to deceive as to the afﬁliaﬁpn.

connection. or association of the dofendants with plaintiff.
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51. Defendants’ use of the UNCLAIMED | EWELRY service mark in connection M#ﬁ

their services has caused confusion, mistake or deception as (o the origin, sponsorship, :F
approval of defendants’ services by plaintiff.
572 Plaintiff has suffered damages as a result of defendants’ wrongful use of tfe
UNCLAIMED JEWELRY service mark in connection with their services.

53. Defendants have used, connection with their services, names and faj§e

designations of ongins which are likely to cause confusion, or {o cause mistake. or to deccivells
to the affiliation, connection, or association of defendants with plaintiffs, or plaintifgs
sponsorship or approval of defendants’ services.

54. Defendants’ acts arc in violation of Section 43(A) of the Lanham Act {15 UsS.C.§
1125(a)).

55. Defendants’ acts were intentional and willful.

56. Plaintiff is entiied to an order enjoining defendants’ further mislcading use ofifts
UNCLAIMED JEWELRY service mark,

57. Plainiiff is entitled to damages as a result of defendants’ misleading use ofjjis
UNCLAIMED JEWELRY service mark.

COUNT II1

Misleading Use of a Service Mark and Unfair Competition
in Violation of Section 43(A) of the Lanham Act

58, Plainti{f repeats and realleges each and every allegation contained in paragraph§ 1

b

through 57 as though set forth fully hercin. :

Syt

59 Plaintiff Las never authorized defendants to use its UNCLAIMED GEMS. sertjce

mark in connection with their services.




60. Defendants hiave used and continue to use in commerce the UNCLAIMED GEMp

service mark in connection with their services.

61. Defendants’ use of the UNCLAIMED GEMS service mark in conmection with thig

services is likely to cause confusion, or 1o cause mistake or to deceive as to the affiliatigp.

connection, or association of the defendants with plaintiff,

62. Defendants’ use of the UNCLAIMED GEMS service mark in connection with thy :

services has caused confusion, mistake or deception as to the origin, sponsorship, or approvalll

defendants’ services by plainuff.

63. Plaintiff has suffered damages as a result of defendants’ wrongfut use of [

UNCLAIMED GEMS service mark in counection with their services.

64. Defendants have used, in connection with their services, names and {3

designations of origins which are likely to cause confusion, or to cause mistake, or to deceivs
to the affiliation, connection, O association of defendants with plaintiffs, or plainti
sponsorship or approval of defendants’ scrvices.

65. Defendants’ acts are in violation of Section 43(A) of the Lanham Act (15 U.S.C. §
1125(2)).

66. Defendants’ acts were intentional and willful.

67. Plaintiff is entitied to an order enjoining defendants” further misleading use ot
UNCLAIMED GEMS service mark.

68. Plaintiff is entitled to damages as a resuit of defendants’ misleading usc of

UNCLAIMED GEMS service mark.

- 10-
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COUNT IV

Adoption and Use of a Misleading Trade Name
in Violation of Section 43(A) of the Lanham Act

69. Plaintiff repeats and rcalleges each and every allcgation comtained in paragraphd
through 68 as though set forth fully herein.
70. Plaintiff has never authorized defendants 1o use its UNCLAIMED DIAMONDS tr§
name (the “Trade Name”).

71. Defendants have used and continuc lo use the Trade Name in commerce.

72. Defendants’ use of the Trade Name is likely to cause confusion. or io cause misthke

or {0 decejve as to the affiliation, connection, or association of the defendants with plaintiff.

73. Defendants’ use of the Trade Name has caused confusion, mistake or deception ago

{he origin, sponsorship, or approval of dofendants” services by plaintiff.

74. Plaintiff has suffered damages as a result of defendants’ wrongful use of the Triffie

Name.

75 Defendants have used, in copnection with their services, names and false designati
of origins which are likely to cause confusion, or to cause jnistake, or to deceive as Iol
affiliation, connection, or association of defendants with plaintiffs, or plaintiff’s sponsorshig
approval of defendants’ scrvices. |

76. Defendants’ acts are in violation of Section 43(A) of the Lanham Act (15 US.C.§

1125(a)).

77. Defendants’ acts were intentional and willful.

[P

..
o cate
&

78. Plajptiff is entitled to an order enjoining defendants’ further mislcading usc o

Trade Namc.

-11 -
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79. Plaintiff is entitled to damages as a result of defendants’ misleading use of its Tra
Name.
COUNT V

Service Mark Dilution
in Violation of Section 43(C) of the Lanham Act

80. Plaintiff repeats and realleges each and every allegation contained in paragraphg
through 79 as though set forth fully herein.

81. Plaintiff's UNCLAIMED DIAMONDS mark is distnictive and famous.

82 Defendants commenced commercial use of plaintiff's famous UNCLAIMED
DIAMONDS mark after it became famous.

f3. Defendants’ unauthorized commercial use of plainifi"s famous UNCLAIWE D
DIAMONDS mark has diluted the distinctive quality of the mark,

84. Defendants willfully intended to trade on plaintiff’s reputation or to cause dilutiopf
its famous UNCLAIMED DIAMONDS mark.

25, Defendants’ acts are in violation of Section 43(C) of the Lanham Act {15 U.S.C. §

1125(c)}.

86. Plaintiff is entitled to an order enjoining further dilution of its UNCLAIM
DIAMONDS service mark.

87. Plaintiff is entitied 1o damages as a result of defendants’ dilution of its UNCLAIM]

"5

DIAMONDS service mark.

-12-
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COUNT VI

Service Mark Infringement
in Violation of 54 P.A. C.S. § 1123

88. Plaintiff repeats and reaileges each and every allegation contained in paragraphf

through 87 as though set forth fully heremn.

= =
St

89. Plaintifl is the owner of the service mark UNCLAIMED DIAMONDS, which marl§is

registered under Chapter 11 of Title 54 of the Pennsylvania Consolidated Statutes.

90. Plaintiff has ncver authorized defendants to use its UNCLAIMED D.IAMON&S

service mark in connection with their serviges.

91. Defendants have uscd and continue to use plaintiff's UNCLAIMED DIAMO

service mark in adventising of its services in a manner likely to cause confusion or mistake offto

decejve as to the source of such services.

92. Defendants’ usc of plaintiff's UNCLAIMED DIAMONDS service mark was
remains in bad faith with the intent to cause confusion ot mistake or 10 deceive.

03. Plaintiff has suffered damages as a result of defendants” wrongful usc of
UNCLAIMED DIAMONDS mark in connection with their services.

94. Defendanis’ acts are in violation of 54 P.A. C.S. § 1123

95. Plaintiff is entitled to an order enmjoining defendants’ further use of p]ainti_#’s

UNCLAIMED DIAMONDS mark.

i

i

J

96. Plaintiff is entitied to a judgment for an amount threc tmes defendants’ pr:‘i

derived from their usc of plaintiff’s UNCLAIMED DIAMONDS murk and the damages sufféded
i

by plaintiff as well as reasonable attomeys’ fees.

-13-
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COUNT VI

Service Mark Infringement
in Violation of 54 P.A. C.S. § 1123

97. Plaintiff repeats and realleges each and every allegation contained i paragraph

through 96 as though set forth fully hercin..

9%. Plaintiff is the owner of the service mark UNCLAIMED J EWELRY. which maﬂ i

registered under Chapter 11 of Title 54 of the Pennsylvania Consolidated Statutes.

99. Plaintiff has never authorized defendants to use its UNCLAIMED JEWELRY seryg

mark in connection with their services.

100. Defendants have used and continue to use plaintiff's UNCLAIMED JEWEL}

service mark in advertising of its services in a manner likely to cause confusion or mistake oY

deceive as to the source of such services,

‘Y'

to

101. Defendants’ u.se of plaintiffs UNCLAIMED JEWELRY service mark was
remains in bad faith with the intent (o cause confusion or mistake or to deccive.

102. Plaintiff has suffered damages as a result of defendants’ wrongful use of
UNCLAIMED JEWELRY mark in connection with their services.

103. Defendants” acts are in violation of 54 P.A. C.S. § 1123.

104. Plaintiff is entitled to an order enjoining defendants’ further use of plainty
UNCLAIMED JEWELRY mark.

105. Plaintiff is entitled to a judgment for an amount three times defendants’ prd
derived from their use of plaintiff's UNCLAIMED JEWELRY mark and the damages suffd

by plaintiff as well as reasonable attomeys’ fees.

-4




COUNT VIII

Service Mark Infringement
in Violation of 54 P.A. C.5. § 1123

106. Plaintiff repeats and realleges cach and cvery allegation contained in paragrapl
through 105 as though set forth fully herein.
107. Plaintiff is the owner of the service mark UNCLAIMED GEMS, whicli mar¥]

regisiered under Chapter 11 of Title 54 of the Pennsylvania Consolidated Statutes.

108, Plaintiff has never authorized defendants to use its UNCLAIMED GEMS serv [Fe

mark in connection with their services.

109. Defendants have used and continue to use plaintiff's UNCLAIMED GEMS servi}

0s

mark in advertising of its services in a manner Jikely to cause confusion or mistake or 1o decy
as to the source of such services.

110. Defendants” use of plaintiff's UNCLAIMED GEMS service mark w'a§ and rem
in bad faith with thc intent to cause confusion or mistake or lo deceive.

111. Plaintiff has suffered damages as 2 result of defendants’ wrongful use of
UNCLAIMED GEMS mark in connection with thelr services.

112. Defendants’ acts are in violation of 54 P.A. C.8. § 1123.

113, Plaintiff is entitled to an order enjoining defendants’ further use of p]ainti’h

UNCLAIMED GEMS mark.

derived from their use of plaintiff’s UNCLAIMED GEMS mark and the damages suffered

114. Plaintiff is entitled to a judgmcnt for an amoun! three times defendants’ pro 1

plaintiff as well as reasonable attorneys’ fees.

< 15-
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COUNT IX

Service Mark Dilution
in Violation of 54 P.A. C.S. § 1124

115. Plaintiff repoats and realleges each and every allcgation contained in paragraphy

through 114 as though set forth fully herein.

116. Plaintiff's UNCLAIMED DIAMONDS mark is distinctive and famous in H
Commonwealth of Pennsylvania.

§17. Defendants commenced commercial use of plaintifs famous UNCLATM i'
DIAMONDS mark after it became famous.

118. Defendants’ unauthorized commercial use of plaintiff's famous UNCLAIM ‘;
DIAMONDS mark has diluted the distinctive quality of the mark. |

119, Defendants willfully intended to trade on plaintiff’s reputation or 1o cause dilutfh
of its famous UNCLAIMED DIAMONDS mark.

120. Defendants’ use of plaintiff's UNCLAIMED DIAMONDS service mark was '.
remains in bad fajth with the intent to trade on plaintif{’s reputation and to cause dilLﬁ.iO!.l of{§
{amous mark.

121. Plaintiff has suffercd damages as a result of defendants” dijution of
UNCLAIMED DIAMONDS matk.

122. Defendants” acts are in violation of 54 P.A, C.5. § 1124,

123. Plaintiff is entitled to an order enjoining further dilution of its UNCLAIMH
DIAMONDS service mark.

124. Plaintiff is entitled to a judgment for an amount three times defendants” proff

derived from their use of plaintif"s UNCLAIMED DIAMONDS mark and the damages suffefg

by plaintiff as wel] as recasonable attorneys’ fces.

- 16 -
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WHEREFORE, plaintiff respectfully requests:

(A) An order permanently enjoining defendants’ use of the service mark “UNCLAIMHE;

DIAMONDS” in violation of Section 43(A) of the Lanham Act (15 U.S.C. § 1125(a))

(B) An order permanently enjoining defendants’ use of the service mark “UNCLAIME

JEWELRY" in violation of Section 43(A) of the Lanham Act (15 U.5.C. § 1125(2));
(C) An order permanently enjoining defendants’ use of the service mark “UNCLATIM]

GEMS" i1 violation of Section 43(A) of the Lanham Act (15 U.S.C. § 1125(2));

(D) A judgmenl against defendants, jointly and severally, in an amount to be determife

at trial, for damages suffered by plaintiff arising from their use of the service

“UNCLAIMED DIAMONDS” in violation of Scction 43(A) of the Lanham Act (15 U.S.G

1125(a));

(E) A judgment against defendants, jointly and severally, in an amount 1o be determiple
at trial, for damages suffered by plainGff adsing f{rom their use of the service g

“UNCLAIMED JEWELRY™ in violation of Section 43(A) of the Lanham Act (15 U.S5.G3 |

1125(a));

(F) A judgment against defendants, jointly and severaily. in an amount (o be determigg
at trial, for damages suffered by plaintiff afsing from their use of the service Mg

“UNCLAIMED GEMS” in violation of Section 43(A) of the Lanbham Act (15 U.8.C. § 1125(x

(G)An order permanently cnjoining defendants’ dilution of the service
“UNCLAIMED DIAMONDS™ in violation of Section 43(C) of the Lanham Act (15 U.S.(]

1125(c));
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(H) A judgment against defendants, jointly and severally, in an amount 1o be determi
at trial, for damages suffered by plaintiff arising from defendants’ intentional and willful dilugpn
of plaintiff's service mark “UNCLAIMED DIAMONDS” in violation of Section 43(C) of
Lanham Act (15 U.S.C. § 1125(c));

(1) Au order permanently enjoining defendants’ infringement of the service i
“UNCLAIMED DIAMONDS" in viclation of 54 P.A. C.S. § 1]123;

(1) An order permapently enjoining defendants’ infringement of the service m
“UNCLAIMED JEWELRY" in violation of 54 P.A. C.§. § 1123;

(K)An order permanently enjoining defendants’ infringement of the service m

“UNCLAIMED GEMS" in violation of 54 P.A. C.S. § 1123;

(L} A judgment against defendants, jointly and severallv. in an amount to be determing
at trial, for three {imes defendants’ profits derived from their use of plainuff’s UNCLAIMM
DIAMONDS service mark in violation of 54 P.A. C.8. § 1123 and the damages suffered f.f-
plaintiff as wcll as reasonabie attomeys’ fees;

(M) A judgment against defendants, jointly and severally, in an amount to be determirig
at tral, for three times defendants’ profits derived from their usc of plaintiff's UNCLAIM
JEWELRY service mark in violation of 54 P.A. C.S. § 1123 and the damages suffered K
plaintiff as well as reasonable attorneys’ fees;

(N) A judgment against defendants, jointly and severally. in an amount to be determing
at trial, for three times defondants’ profits derived from their use of plamtff’s UNCLAIMI
GEMS service mark in violation of 54 P.A. C.S. § 1123 and.the damages suffered by plaintiff]

well as reasonable attorneys’ fees; and
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(O) Attorneys’ fees, costs, punitive damages, intcrest and such other and further reli

this Court may deem just and proper.

Dated: June 3, 2003

T
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CRAIG J.J. SNYDER PC
Allorneys at Law

67 Wall Street, Suite 2211
New York, NY 10005
(212) 804-5719
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Anna M. Durbin
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Law Offices Of Anna M. Durbin
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